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DETAILED ACTION 



Notice to Applicant 

1 . This communication is in response to the election filed 23 September 2005. 
Claims 1-78 are pending. Claims 1-6 and 74-75 have been elected. Claims 7-73 and 
76-78 have been cancelled. 



Election/Restrictions 

2. Applicant's election without traverse of claims 1-6 and 74-75 in the reply filed on 
23 September 2005 is acknowledged. Claims 7-73 and 76-78 have been cancelled. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-6 and 74-75 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

(A) Claims 1 and 2 recite "a first service-enhancing system" and "a second service- 
enhancing system." Claim 74 recites "a communication-enhancing system." It is 
respectfully submitted that it is unclear what "a first service-enhancing system," "a 
second service-enhancing system," and "a communication-enhancing system" are 
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composed of. What are the elements of these systems? Are they computer hardware 
or software? How are they able to enhance a service? 

In addition, claim 2 recites "enhancing the availability to said at least some 
potential clients of said listing information." It is unclear how the availability is 
enhanced. What steps are performed to enhance the availability to potential clients? 

(B) Claims 3 and 75 recite "receiving an agreement from said service provider to 
adhere to certain standards of care in providing services to each client obtained as a 
result of said making said listing information available, said certain standards being 
more specific, or higher than those generally accepted or legally required to practice in 
the industry of said service provider." The terms "said certain standards being more 
specific, or higher than those generally accepted or legally required to practice in the 
industry of said service provider " in claims 3 and 75 are relative terms which renders 
the claim indefinite. The terms "more specific or higher" are not defined by the claim, 
the specification does not provide a standard for ascertaining the requisite degree, and 
one of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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6. Claims 1-6 and 74-75 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

(A) For a claimed invention to the statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example), and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the process must somehow apply, 
involve, use, or advance the technological arts. 

In the present case, claims 1 and 3 only recite abstract ideas. The recited steps 
of merely generating listing information identifying a service provider, making said listing 
information available to potential clients of said service provider, and receiving an 
agreement from said service provider to use a first service-enhancing system to 
provider services to each client obtained as a result of said making said listing 
information available or receiving an agreement from said service provider to adhere to 
certain standards of care in providing services to each client obtained as a result of said 
making said listing information available, said certain standards being more specific, or 
higher than those generally accepted or legally required to practice in the industry of 
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said service provider do not apply, involve, use, or advance the technological arts since 
all of the recited steps can be performed in the mind of the user or by use of a pencil 
and paper. These steps only constitute an idea of how to receive an agreement from a 
service provider. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention generates a listing of service providers and allows the service providers to 
enter into agreements (i.e., repeatable) used as a method for facilitating services (i.e., 
useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention as a whole, is not within the technological arts as explained 
above, claims 1 and 3 are deemed to be directed to non-statutory subject matter. 

(B) Similar analysis can be applied to claims 2, 4, 5, and 6. Therefore those claims are 
rejected for the same reasons as claims 1 and 3. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-2 and 74 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Rizzo et al. (6,470,338). 

(A) As per claim 74, Rizzo discloses a system for matching potential clients with 
professional services providers which meet their personalized criteria comprising 
(Abstract): 

(a) means for identifying via a webpage a service provider (Fig. 3, col. 2 lines 
49-65, col. 9 lines 18-42, col. 10 lines 7-43); 

(b) means for receiving data entered by potential clients using data entry 
devices, said received data being indicative of criteria, and automatically comparing 
said received data to data stored in a storage medium to identify one or more suitable 
professional services providers based upon said criteria (Fig. 1B, col. 3 line 59 to col. 4 
line 32, col. 6 lines 5-53, col. 9 lines 18-42, col. 10 lines 7-43); 

(c) means for receiving a response from at least one responding identified 
service provider, wherein the response is in reply to the clients request (Fig. 1C, 7, col. 
7 line 39 to col. 8 line 51), wherein the service provider has signed up with the system 
for a membership fee and the client is able to use the system to access information 
about the service provider (reads on "agreement to use a communication-enhancing 
system") (col. 3 line 59 to col. 4 line 21 ). 
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(B) As per claims 1-2, Rizzo discloses a method for matching potential clients with 
professional service providers comprising: 

(a) generating email messages to send to a client identifying a service provider 
(col. 7 lines 20-38); 

(b) accessing by the client the email messages having information about 
potential service providers (col. 7 lines 20-38); 

(c) receiving a response from at least one responding identified service provider, 
wherein the response is in reply to the clients request (Fig. 1C, 7, col. 7 line 39 to col. 8 
line 51), wherein the service provider has signed up with the system for a membership 
fee and the client is able to use the system to access information about the service 
provider (reads on "agreement to use a first service-enhancing system") (col. 3 line 59 
to col. 4 line 21); and 

(d) performing steps a-c by a second service provider, wherein the second 
service provider is not a registered member (reads on "using a second service- 
enhancing system having at least one feature absent from the first service-enhancing 
system (col. 7 lines 19-67). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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10. Claim 75 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo et 
al. (6,470,338) in view of Thompson et al. (6,334,1 33). 

(A) As per claim 75, Rizzo discloses a system for matching potential clients with 
professional services providers which meet their personalized criteria comprising 
(Abstract): 

(a) means for identifying via a webpage a service provider (Fig. 3, col. 2 lines 
49-65, col. 9 lines 18-42, col. 10 lines 7-43); 

(b) means for receiving data entered by potential clients using data entry 
devices, said received data being indicative of criteria, and automatically comparing 
said received data to data stored in a storage medium to identify one or more suitable 
professional services providers based upon said criteria (Fig. 1B, col. 3 line 59 to col. 4 
line 32, col. 6 lines 5-53, col. 9 lines 18-42, col. 10 lines 7-43); and 

(c) means for providing by the service provider, such as a law firm or attorney, 
information about themselves including jurisdictions in which they practice, areas of 
expertise, size of the law firm, and email address (col. 3 line 59 to col. 4 line 11). 

Rizzo does not explicitly disclose providing by the service provider certain 
minimum experience requirements, said experience requirements being more specific, 
or higher than those generally accepted or legally required to practice in the industry of 
said service provider. Thompson discloses a replacement worker providing information 
on their certifications, wherein some of the certifications are more than is needed to 
teach (Fig. 3, col. 3 lines 5-25, col. 8 lines 15-63). At the time the invention was made, 
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it would have been obvious to one of ordinary skill in the art to include the features of 
Thompson within the system of Rizzo with the motivation of ensuring that the position is 
filled by someone who is qualified to take on the role (Rizzo; col. 3 lines 5-25). 

1 1 . Claims 3-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rizzo et al. (6,470,338) in view of Minder (6,144,943). 

(A) As per claim 3, Rizzo discloses a system for matching potential clients with 
professional services providers which meet their personalized criteria comprising 
(Abstract): 

(a) identifying via a webpage a service provider (Fig. 3, col. 2 lines 49-65, col. 9 
lines 18-42, col. 10 lines 7-43); 

(b) receiving data entered by potential clients using data entry devices, said 
received data being indicative of criteria, and automatically comparing said received 
data to data stored in a storage medium to identify one or more suitable professional 
services providers based upon said criteria (Fig. 1B, col. 3 line 59 to col. 4 line 32, col. 6 
lines 5-53, col. 9 lines 18-42, col. 10 lines 7-43); and 

(c) providing by the service provider, such as a law firm or attorney, information 
about themselves including jurisdictions in which they practice, areas of expertise, size 
of the law firm, and email address (col. 3 line 59 to col. 4 line 1 1 ), wherein the service 
provider submits a response in reply to the clients request (Fig. 1C, 7, col. 7 line 39 to 
col. 8 line 51), wherein the service provider has signed up with the system for a 
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membership fee and the client is able to use the system to access information about the 
service provider (reads on "agreement") (col. 3 line 59 to col. 4 line 21 ); and 

Rizzo does not explicitly disclose receiving an agreement from said service 
provider to adhere to certain standards of care in providing services to each client 
obtained as a result of said making said listing information available, said certain 
standards being more specific, or higher, than those generally accepted or legally 
required to practice in the industry of said service provider. 

Minder discloses an agreement between a contractor to adhere to certain quality 
standards, wherein the standards can be more specific than those required in the 
industry (col. 4 lines 3-60). 

At the time the invention was made, it would have been obvious to one of 
ordinary skill in the art to include the features of Minder within the method of Rizzo with 
the motivation of ensuring the quality of the work (Minder; col. 1 lines 52-60). 

(B) As per claims 4 and 6, the Examiner notes that Rizzo discloses providing by the 
service provider, such as a law firm or attorney, information about themselves including 
jurisdictions in which they practice, areas of expertise, size of the law firm, and email 
address (col. 3 line 59 to col. 4 line 11), wherein the service provider submits a 
response in reply to the clients request (Fig. 1 C, 7, col. 7 line 39 to col. 8 line 51 ), 
wherein the service provider has signed up with the system for a membership fee and 
the client is able to use the system to access information about the service provider 
(reads on "agreement") (col. 3 line 59 to col. 4 line 21 ). Rizzo does not disclose the 
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agreement being to use a computer-software based process to assure that said service 
provider adheres to certain standards of care or the agreement from said service 
provider being to not pass on to any client any cost of using said computer software- 
based process. However, the differences between Rizzo and the prior art are only 
found in the nonfunctional descriptive material and are not functionally involved in the 
step recited. The step of receiving an agreement would be performed the same 
regardless of the terms of the agreement. Thus, this descriptive material will not 
distinguish the claimed invention from the prior art in terms of patentability, see In re 
Guiack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 
F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994). For further guidance, 
note MPEP § 2106, common situations involving nonfunctional descriptive material are: 
"a process that differs from the prior art only with respect to nonfunctional descriptive 
material that cannot alter how the process steps are to be performed to achieve the 
utility of the invention." 

(C) As per claim 5, Rizzo discloses a service provider paying a membership fee (col. 3 
line 65 to col. 4 line 5). 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. The cited but not applied prior art teaches a consultant matching 
system and method for selecting candidates from a candidate pool by adjusting skill 
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values (6,289,340) and system and method for matching professional service providers 
with consumers (US 2002/0038233 A1). 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn Bleck whose telephone number is (571 ) 272- 
6767. The Examiner can normally be reached on Monday-Thursday, 8:00am - 5:30pm, 
and from 8:30am - 5:00pm on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached at (571) 272-6776. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

14. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
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Or faxed to: 

(571 ) 273-8300 [Official communications] 

(571 ) 273-8300 [After Final communications labeled "Box AF"] 

(571 ) 273-6767 [Informal/ Draft communications, labeled 

"PROPOSED" or "DRAFT"] 



Hand-delivered responses should be brought to the Knox Building, Alexandria, VA. 



(& 
CB 

October 5, 2005 



^-/-t3sepkthomas 
supervisory patent examiner 
technology center 3600 



